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•Distinguishing features of US Patent system:

•Now a first inventor to file with grace period system

•Applicant is the inventor and not the company or university

•Overview of US Patent Office climate

•Common pitfalls for start ups and universities:

•Missing the boat on IP protection

•Letting your patent sink with the inventorship

•Creating the joint venture nightmare scenario

US Patent System & Common 

Pitfalls
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Maximizing IP & Minimizing Cost

•Maximizing IP:

•Do your due diligence

•Split up system and subsystems into separate applications

•Picket fence approach to IP protection

•Minimizing IP Costs:

•Prepare patent-like disclosures to minimize attorney time

•Work with an experienced attorney

•Interview patent cases with examiner early and often
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IP Umbrella

•IP protection can come in various 

forms:

•Trade secrets

•Copyrights

•Trademarks

•Patents

•Licensing
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Patenting versus Trade Secrets
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Ease of Patenting versus Complexity of Invention
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To Search or Not to Search
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Patenting versus Product Shelf Life
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Provisional versus Non-Provisional

Product

Stage of 

Development

Beginning Complete

Non-

provisional

Patent

Provisional

Patent



© 2015. All Rights Reserved

Good versus Bad Trademarks

Level of 

Descriptiveness
Descriptive

Non-

Descriptive

Good

Trademark

Bad

Trademark



© 2015. All Rights Reserved

Employer versus Employee Ownership
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IP Portfolio Size versus Valuation

Portfolio Size

Valuation
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Search Cost versus Search 

Decision
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Importance of Patenting versus 
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Maximizing IP

•Not splitting up system and subsystems into separate 

applications:
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Maximizing IP (cont.)

•Splitting up system and subsystems into separate 

applications:
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Maximizing IP (cont.)

•Picket fence approach to IP protection:

� Pros:

� Captures more infringers

� Reduces costs

� Favors high tech

� Cons:

� Easier to invalidate

� Harder to prosecute

� Disfavors low tech

� Pros:

� Harder to invalidate

� Easier to prosecute

� Favors low tech

� Cons:

� Easier to design around

� Increases costs

� Disfavors high tech
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Worldwide Patenting Overview
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Minimizing IP Costs

•Prepare patent-like disclosures to minimize attorney time:

•Use patent application and drawing templates:

•Don’t pay a patent attorney rate to write “the server 20 is 

connected to the client 10 via communications network 5.”

•Use patent application in similar technologies as samples

•Have patent attorney provide feedback to enable a learning process

•Develop an in-house patent preparation capability and use patent 

attorney only for “value add” tasks, like claim drafting, word smithing, 

legal and technical analysis, etc. 

•This depends on whether or not you have “more time than money 

or more money than time” 
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Minimizing IP Costs (cont.)

•Work with an experienced attorney:

•Work with a competent patent attorney who understands 

your business and technology, can help you navigate the IP 

landscape, and can help you protect your IP assets nationally 

and globally:

•Factors to consider: 

•The cost-effectiveness the patent attorney provides

•It is no secret that the most expensive piece of the IP 

protection puzzle is usually the patent attorney

•Find a patent attorney that takes the time to understand 

your technology, revenue model, and work processes to 

make sure that an IP strategy is executed in a focused and 

efficient manner
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Minimizing IP Costs (cont.)

•Interview patent cases with examiner early and often:

•Personal interviews help expedite prosecution:

•In the US, granted as a matter of right for a first office action, :

•After a final office action, granted on a discretionary basis

•Help avoid “prosecution history estoppel”

•Attorney’s rapport with examiners is very important:

•Attorney should “play well” with examiners and be highly 

prepared and knowledgable about the invention and prior art
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Minimizing IP Costs (cont.)

“Lost property: The European patent system and why it doesn’t work,” Bruno Van Pottelsberghe , BRUEGEL BLUEPRINT SERIES, Volume IX
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Minimizing IP Costs (cont.)

“Lost property: The European patent system and why it doesn’t work,” Bruno Van Pottelsberghe , BRUEGEL BLUEPRINT SERIES, Volume IX
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Minimizing IP Costs (cont.)
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The EP Unitary Patent: A New World Order?
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Satellite and Cable Directive

• Satellite broadcasting
• Author’s exclusive right of to authorize or prohibit broadcasting of his or her 

works by satellite (Article 2)

• Subject to a compulsory licensing scheme when the satellite broadcast is 

simultaneous with a terrestrial broadcast (Article 3(2))

• Satellite broadcasting is assimilated to terrestrial broadcasting for purposes 

of rights of performers, phonogram producers and broadcasting organizations 

(Article 4)

• Cable retransmission
• On the basis of contractual, not statutory, licenses with copyright holders 

(Article 8)

• Licenses may only be granted or refused by collecting societies (Article 9(1)) 

deemed to be mandated to manage cable retransmission rights of a copyright 

holder in absence of any expressive agreement (Article 9(2))

• Broadcasting organizations free to exercise their own related rights to license 

or prohibit cable retransmission of own broadcasts (Article 10)

• Mediation in disputes between parties (Article 11) and measures to prevent 

abuse of monopoly powers (Article 12).
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TRIPS Agreement

• Requires WTO members to provide copyright rights, covering 

content producers including performers, producers of sound 

recordings and broadcasting organizations; geographical indications, 

including appellations of origin; industrial designs; integrated circuit 

layout-designs; patents; new plant varieties; trademarks; trade dress; 

and undisclosed or confidential information 

• Specifies enforcement procedures, remedies, and dispute resolution 

procedures

• Protection and enforcement should contribute to promotion of 

technological innovation and to transfer and dissemination of 

technology

• Article 27 requires patentability "in all fields of technology," but 

controversy over granting of software and business method patents

• Article 10 states appropriate instrument to protect software is 

author copyright (see Oracle America, Inc. v. Google, Inc.)
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WIPO Copyright Treaty

• Computer programs are protected as literary works (Article 4)

• Arrangement and selection of material in databases is protected 

(Article 5)

• Authors of works can control rental and distribution (Articles 6 to 8)

• Prohibits circumvention of technological measures for the protection 

of works (Article 11)

• Prohibits unauthorized modification of rights management 

information contained in works (Article 12)
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Copyright Directive

• EU directive to implement the WIPO Copyright Treaty and to 

harmonize aspects of copyright law across Europe, such as copyright 

exceptions

• Types of copyrights: "reproduction right" (Article 2); and 

"communication to the public" or "making available to the public" 

(Article 3), i.e., the Internet

• Transient or incidental copying during network transmission or legal 

use provides exception for internet service providers

• Digital Rights Management (DRM) requirement

• DRM circumvention devices prohibited

• Under Digital Millennium Copyright Act (DMCA) “fair use” DRM 

circumvention allowed

• In US, reverse engineering of software and machines may be allowed 

in certain cases, interoperability, fair use, infringement, etc. E.G., 

intermediate copying of object code regarding microchip fair use (Atari 

Games Corp. v. Nintendo of America Inc.)
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Case Study: SyncDocs

SyncDocs
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Case Study: Google Drive

Google Drive
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Case Study: Postini
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The US/Worldwide Anti-Patent Movement: A 

New World Order?
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Thank you!
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